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REPLY BRIEF 



This paper is responsive to the EXAMINER'S ANSWER dated June 12, 2001 . In this 
narrative, Applicants use c cluster(s)' and c group(s)' interchangeably. 



Applicants thank the Examiner for pointing out the changes needed to their statement of the 
status of claims, issues to be decided and grouping of claims. 



Applicants continue to disagree with the Examiner with regard to the meaning of AT&T 
Corp, v. Excel Communications, Inc. 50 USPQ2d 1447 {AT&T) as it pertains to 35 USC § 101 
and with regard to the appropriate interpretation of Suarez. 
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Applicants' invention, as described and claimed, relates to improvements in applying 
intelligent agents to human-computer interaction tasks. Specifically, the claims on appeal relate 
to deriving as many mutually exclusive clusters of tasks as there are intelligent agents to assign 
by performing an analysis on data assessing at least two user assessment variables for each of the 
tasks, and linking each of the intelligent agents with one of the mutually exclusive clusters. It is 
the intelligent agent which has been linked to a cluster which contains the task selected by a user 
that is displayed when the task is selected. The invention provides different agents as a function 
of the user chosen task to guide the user through performance of the task. The invention utilizes 
statistical analysis of certain user assessment variables to group tasks. The group to which a task 
is associated indicates how much assistance a user requires to successfully perform a given task. 

Independent claims 1, 5 and 8 are method, system and computer program product, 
respectively, analogues of each other. Each comprises four elements related to receiving task 
assessment data; performing multivariate analysis on the data to derive at least as many task 
clusters as there are intelligent agents to assign; storing an association linking each agent with 
one of the task clusters; and, upon user selection of a task, displaying the intelligent agent 
associated with the task cluster to which the user selected task belongs. 

ARGUMENT 

CLAIMS 1 - 7 DEFINE STATUTORY SUBJECT MATTER UNDER 35 USC § 101 

Applicants continue to assert that all claims on appeal describe statutory subject matter 
under § 101 . The Examiner for the first time states his reliance on In re Warmerdam for his § 
101 rejection. 

Applicants believe the Examiner has focused on Applicants' citation from A T&T without 
considering what follows. The next two sentences relate to the CAFC's discussion pertaining to 
recitation of use, i.e. practical application, bringing a claim including a mathematical algorithm 
within the constraints of § 101 . Applicants refer also to the first full paragraph on page 6 of their 
Appeal Brief. 
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Further, Applicants cite AT&T "It is clear from the written description of the '184 patent 
that AT&T is only claiming a process that uses the Boolean principle in order to determine the 
value of the PIC indicator ... Because the claimed process applies the Boolean principle to 
produce a useful, concrete tangible result without pre-empting other uses of the mathematical 
principle, on its face the claimed process falls within the scope of 101 (citations omitted)." 
Applicants assert that according to the CAFC in AT&T claims for computer implemented 
algorithm-inventions are statutory under § 101 so long as the invention as a whole produces a 
tangible, useful result. 

The CAFC points out that In re Warmerdam is not to the contrary, noting that "The court 
found that the claimed process did nothing more than manipulate basic mathematical 
constructs..." Applicants' invention rises above Warmerdam since Applicants' invention does 
more than manipulate basic mathematical constructs. The claims on appeal use statistical 
analysis to form groups (clusters) of tasks and thereafter assign an intelligent agent to each group 
so that when a user chooses a task, the previously associated intelligent agent is displayed to 
guide the user. Whether described as method, system or computer program product, the present 
invention produces a tangible, useful result ~ an appropriate intelligent agent at the user-machine 
interface to facilitate the user's performing a user chosen task. Applicants respectfully submit 
that the invention, as a whole, produces a tangible, useful result; and, as such, the claims define 
statutory subject matter. 

CLAIMS 1, 5 and 8 ARE NOT ANTICIPATED UNDER 35 USC § 102 BY SUAREZ 

It is well established that for a § 102 reference to anticipate the invention as claimed, the 
reference must contain each element of the claimed invention. "A claim is anticipated only if 
each and every element of the claim is found, either expressly or inherently, in a single prior art 
reference." Verdegaal Bros,, Inc. v. Union Oil Co., 814 F.2d 628, 631. Not only must the 
elements appear, they must interact to produce in essentially the same way the same result 
achieved by the claim being examined. "A claim is anticipated and therefore invalid only when a 
single prior art reference discloses each and every limitation of the claim." Glaxo Inc. v. 
Novopharm, Ltd, 52 F.3d 1043, 1047. 
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Applicants respectfully submit that the Examiner has confused what the invention as a 
whole "produces" with what the invention as a whole "is" (including each and every claimed 
element) in the Examiner's anticipation rejection of claims 1, 5 and 8. It is clear that the 
Examiner has focused only on the tangible, useful result of the claimed invention, i.e., displaying 
in a user interface an intelligent agent when a task is selected by the user, in his argument that 
Suarez anticipates Applicants' claimed invention. For example, the Examiner's Answer 
argument D, page 10, focuses on the fact that the three variables - task difficulty, task 
importance, task frequency - are not recited in the claims. Applicants' point, referred to by the 
Examiner as argument E, is that the variables do not have to be recited in the claims because 
Suarez does not teach, or even suggest, "user assessment variables" which element is specifically 
claimed. The Examiner failed to directly respond to this argument other than to continue to rely 
on his previous statement regarding those three variables not being recited in the claim. 

Applicants' claims affirmatively recite limitations which are not anticipated by Suarez. 
The Examiner has failed to show anticipation of elements specifically claimed, e.g., the first 
three elements of claim 1 . 

To anticipate an invention, a reference must disclose every element of the claim(s) doing 
essentially the same function to achieve substantially the same result. Suarez simply does not 
meet the limitations recited in the claims on appeal. While Suarez does disclose intelligent 
agents "...executing on the computer hosts...", Suarez neither teaches nor suggests each of the 
following elements required, e.g., by Applicants' claim 1: 

... receiving data assessing at least two user assessment variables for each of a plurality of 

tasks; 

performing multivariate analysis on said data to derive from said plurality of tasks at least 
as many mutually exclusive clusters of tasks as there are intelligent agents to assign; 

storing an association linking each of said intelligent agents with one of said mutually 
exclusive clusters; ... 
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The use by Suarez of intelligent agents and the elements recited in the claims on appeal 
appear to be the only reason the Examiner has for deeming Suarez to be anticipatory art. In the 
absence of Applicants' claims nothing is offered by the Examiner to justify modifying the 
teachings of Suarez to approximate the present invention. 

CONCLUSION 

Applicants submit that claims 1 - 7 describe statutory subject matter under 35 USC § 101 and 
that none of the appealed claims 1, 5 and 8 is anticipated under 35 USC § 102 by Suarez. 



Respectfully submitted, 
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